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Detailed Action 

Claims 1-16 and 18-21 have been examined. 
Claims 1-16 and 18-21 have been rejected. 

Response to Arguments 

1 . Applicant's arguments filed October 17, 2006 have been fully considered but they 
are not persuasive. Specifically, Applicant argues that Gustavsson (796) does not 
disclose the limitation "extracting at least one minimum set of test events." Applicant 
further explains that Gustavsson (796) is directed to a system that saves entire sets of 
inputs and outputs while the claimed subject matter is directed to a system that saves 
some test inputs and does not save others, thus the extraction of a minimum set. The 
examiner respectfully disagrees. 

Claim 1 states "extracting at least one minimum set of test events from said trace 
file." Gustavsson (796) column 3 lines 49-51 teaches that recorded input and output 
data may be used later for verifying of the same or other units. In order to use the input 
and output test data, the extracted data must inherently contain "at least a minimum 
set". Even if Gustavsson (796) saves and extracts superfluous data in addition to the 
claimed "minimum set," this larger-than-necessary dataset inherently contains the 
minimum set. This is inherent because the test data is usable for future tests. Thus it is 
functional data and contains "a minimum set." While Gustavsson (796) additionally 
provides no indication that superfluous or redundant information is stored and extracted, 
the lack of additional data not required by the claim. 
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Applicant's argument is especially unpersuasive in view of the "at least" language 
immediately preceding the "minimum set" limitation. This language serves to trivialize 
the "minimum set" limitation by allowing for additional data beyond the minimum to be 
included with the "minimum" set. 



Claim Rejections - 35 USC § 101 

Claims 18-21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are directed toward a computer 
programming product. Computer program claims need to be tangibly, materially 
embodied to be considered statutory. While the claims state that the program is for 
recording events, the program product itself is claimed and the broadest reasonable 
interpretation of a program product includes nonstatutory embodiments such as abstract 
code and code in transmission. 

This rejection is being given because while claim 18 cites the use of a computer 
storage, it is unclear from the preamble of the claim whether the storage is part of the 
system (line 2 of claim 18) or part of the computer programming product. Computer 
programming products do not generally comprise storage. If the computer storage (line 
3 of claim 1 8) is meant to be part of the "computer programming product" then changing 
the end of line 2 of claim 18 to read "for use in a system, said computer programming 
product comprising" would obviate this rejection. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-6, 8-14 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Gustavsson (US Patent 6,804,796). 

3. As per claim 1, Gustavsson (796) discloses a system for recording for reuse, at 
least one test event and at least one associated response, said system comprising: 

an application program for testing at least one function of a component to be 
tested (column 3 lines 26-32); 

a communication protocol for sending by said application program (column 3 
lines 56-62), said at least one test event to said component and receiving from said 
component, said at least one associated response (column 2 lines 26-3); 

storage for storing by a tracer, said at least one test event and said at least one 
associated response, in a trace file (column 3 lines 40-42); 

an analyser for analysing said trace file (column 3 lines 45-46, the verification); 

and 
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an extractor for extracting at least one minimum set of test events from said trace 
file, wherein said at least one minimum set generates said at least one associated 
response (column 3 lines 49-52, and column 3 lines 41-45 the input and output data is 
recorded for use in later verifications); and said storage being further adapted to store 
said at least one minimum set and said at least one associated response (column 7 
lines 47-54). 

4. As per claim 2, Gustavsson (796) discloses a system as claimed in claim 1 , in 
which said analyser comprises means for determining whether said trace file is empty 
(column 5 lines 63-67, if a trace file is empty no pre-recorded input and output data will 
be retrieved, which would effectively stop the system in its tracks as everything depends 
on using that expected data). 

5. As per claim 3, Gustavsson (796) discloses a system as claimed in claim 1 , in 
which said analyser comprises means for parsing said at least one test event (column 
10 lines 5-12). 

6. As per claim 4, Gustavsson (796) discloses a system as claimed in claim 1 , in 
which said analyser comprises means for creating at least one reusable program 
comprising said at least one minimum set and said at least one associated response 
(column 3 lines 49-55, the new output data is saved for subsequent system 
verifications). 
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7. As per claim 5, Gustavsson (796) discloses a system as claimed in claim 4, in 
which said analyser comprises means for adding said at least one reusable program to 
said storage (column 3 lines 49-55). 

8. As per claim 6, Gustavsson (796) discloses a system as claimed in claim 1 , in 
which two or more reusable programs share said at least one test event (column 1 1 
lines 3-6, test events are sets of program input, and a shared test event would be a 
shared input; because a program is a set of input and pre-recorded output, the ability of 
a user to manually determine whether test results are acceptable implies that multiple 
acceptable outputs (both expected and unexpected) exist. These multiple outputs are 
multiple programs that share a common input event). 

9. As per claim 8, Gustavsson (796) discloses a system as claimed in claim 1, in 
which said component to be tested is at least one of a hardware component or a 
software component (see beginning of abstract, the system verifies a software-based 
unit). 

10. As per claims 9-14 and 16, these are method versions of respective system 
claims 1-6 and 8 and are respectively rejected on the same grounds as claims 1-6 and 
8. 
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11. As per claims 18-21 , these are computer programming product versions of 
claims 1-4 and are respectively rejected on the same grounds as claims 1-4. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 7 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gustavsson (796). 

13. As per claim 7, Gustavsson (796) discloses the system as claimed in claim 6. 

Gustavsson (796) discloses the system wherein a user can manually decide whether a 
given output is acceptable (column 1 1 lines 3-6). 

Gustavsson (796) does not expressly disclose the system in which if said shared at 
least one test event generates two or more associated responses, said system further 
comprises means for invoking a rule for logging one of said two or more reusable 
programs. 
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At the time of invention it would have been obvious to a person of ordinary skill in the art 
to modify the system disclosed by Gustavsson (796) such that outputs that are 
determined by a user to be acceptable are then saved with their associated inputs. This 
modification would have been obvious because waiting for user IO is a source of 
system slow-down (see column 1 lines 51-58), which would make the automatic mode 
execute faster than semi-automatic mode (as described in column 10 line 63 through 
column 1 1 line 6). Additionally, reproduced data sets are saved for future tests (column 
1 line 67 through column 2 line 3). Saving the user-validated outputs would allow for 
the future use of these tests to be done automatically, saving personnel time. 

14. As per claim 15, this is a method version of claim 7 and is rejected on the same 
grounds as claim 7. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Schell whose telephone number is (571) 272- 
8186. The examiner can normally be reached on Monday through Friday 9AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Baderman can be reached on (571) 272-3644. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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